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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially 

created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970);and, In re Thorington f 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

Claim 1, 3, 4, 13, and 14 are rejected under the judicially created doctrine 

of obviousness-type double patenting as being unpatentable over claim 16 of 

U.S. Patent No. 6,631 ,21 1 B1 . Although the conflicting claims are not identical, 

they are not patentably distinct from each other because "the determining the 

locations of various sets of one or more boundaries that segment the scatter plot 

into pluralities of regions" of applicant's instant invention is read as the 

boundaries segmenting the data and denoting the points outside of the 

boundaries of claim 16 of U.S. patent 6,631 ,21 1 B1 . The region of interest is read 

as the points located outside the boundaries. Regarding the feature of, retrieving 

the points from a computer file, is obvious to one skilled in the art to perform 

since the data is being stored in a computer file for current as well as future use. 
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Claim 2 is rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 16 of U.S. Patent No. 
6,631211 B1 in view of Peck et al. (U.S. patent 6,218,114 B1). Schermer et al. 
discloses to obtain data points and to display these points as a scatter plot. 
Schermer et al. does not disclose to have these obtained data points be points 
relating to gene information. Peck et al. teaches to perform a scatter plot of gene 
information (Peck et al.; col. 2 lines 63-66). It would have been obvious to one 
skilled in the art to combine the teaching of Peck et al. to that of Schermer et al. 
because they are analogous in performing scatter plot analysis. One in the art 
would have been motivated to incorporate the teaching of Peck et al. into the 
system of Schermer et al. in order to monitor expression of a large number of 
expressed genes in a simple inexpensive assay (Peck et al.; col. 1 lines 6-8). 

Claim 5 is rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 23, 25, or 26 of U.S. 
Patent No. 6,631,211 B1. 

Claim 6 is rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 28 of U.S. Patent No. 
6,631 ,211 B1 . As for the genetic sample it is rejected for the same reason as 
claim 2 of the instant application above. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 
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The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 7-12 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. Regarding claims 7 and 12: The 
claim(s) contains subject matter which was not described in the specification in 
such a way as to enable one skilled in the art to which it pertains, or with which it 
is most nearly connected, to make and/or use the invention. These features of 
"superimposing the first set of one or more boundaries over the scatter plot 
displayed on the display unit, changing the visual properties of pairs of x- 
coordinates and y-coordinates displayed by the display unit in the first region of 
interest, removing the first set of one or more boundaries from the scatter plot 
displayed on the display unit and returning the visual properties of pairs of x- 
coordinates and y-coordinates in the first region of interest to their original visual 
properties, superimposing the second set of one or more boundaries over the 
scatter plot displayed by the display unit, and changing the visual properties of 
pairs of x-coordinates and y-coordinates displayed by the display unit in the 
second region of interest" are not enabled by the specifications. Examiner will 
address these claims as best understood. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

A.) Claims 1, 3, 4, 5, 13, and 14 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Cline et al. (U.S. patent 5,458,126) and further in view of 

Gilham (U.S. patent 5,622,178). 

Regarding claims 1, 3, 4, 13, and 14: A method for analyzing data (Cline 

et al.; fig. 4 blocks 21,23,25, etc.), the method comprising: 

producing and displaying a scatter plot that contains a plotted point for 

each of the data (Cline et al.; fig. 1 block 14 and 15, col. 3 lines 12-16 and 63- 

66); 

determining the locations of various sets of one or more boundaries that 
segment the scatter plot into pluralities of regions that correspond to selection 
criteria interactively supplied by a user, with one or more of the sets defining at 
least one region of interest (Cline et al.; col. 3 lines 18-22, 24-28, and 45-51, 
wherein the region of interest is a group of points in the scatter plot); 

recording information related to the data whose plotted points are located 
in a given region of interest (Cline et al.; fig. 1 blocks 51 , 55, and 56, wherein the 
scatter points are stored in a memory/computer file); 
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selecting one or more plotted points in the given region of interest (Cline et 
al. fig. 1 elements 51 and 53, wherein the scatter points are stored in a memory 
and are selected to create a feature map); and 

retrieving and displaying the recorded information corresponding to the 
one or more selected plotted points (Cline et al.; fig. 1 elements 51-61 , wherein 
the scatter points are transformed into a feature map, after being retrieved from 
the storage unit, and then this information is displayed on the display unit, 61. 
This feature map is read as information corresponding to the plotted points.). 

Cline et al. discloses to create a scatter plot to measure the cardiac 
functionality. Cline et al. does not teach to interactively change the 
boundaries/thresholds in the scatter plot. Gilham teaches for an operator to 
choose the analysis and display parameters to be displayed (Gilham; col. 2 lines 
48-59 and col. 3 lines 5-15 and 58-67, the selection of the parameters by the 
operator is read as performing it interactively). It would have been obvious to one 
skilled in the art to combine the teaching of Gilham to that of Cline et al. because 
they are analogous in creating cardiac scatter plots. One in the art would have 
been motivated to incorporate the teaching of Gilham to that of Cline et al. 
because in order to have a system and method of presenting scatter plot data in 
a manner that permits flexibility in the selection of analysis and display 
parameters (Gilham; col. 2 lines 2-6). 

Regarding claim 5: The method wherein at least one boundary in the sets 
of one or more boundaries is derived based on one of the following: 
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(i) a specified differential expression ratio calculated as the quotient of a 
variable associated with an x-axis and a variable associated with a y-axis (Cline 
et al.; fig. 3 and col. 2 lines 6-8), or 

(ii) a predetermined noise level, or 

(iii) statistics of the data (Cline et al.; Fig. 2 and 3, wherein the boundaries 
of the regions in fig. 3 are based on the statistics of the data obtained, shown in 
fig. 2), or 

(iv) a predetermined number of points are located outside the boundary. 

B.) Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cline et al. (U.S. patent 5,458,126) and further in view of Peck (U.S. patent U.S. 
patent 6,21 8,1 14 B1). 

Regarding claim 2: The method wherein the recorded information related 
to the data whose plotted points are located in the given region of interest is gene 
information. 

Cline et al. discloses to create a scatter plot in order to determine the 
cardiac functionality. Cline et al. does not teach to perform a scatter plot of 
genes/genetic information. Peck et al. teaches to perform a scatter plot of genetic 
information (Peck et al.; col. 2 lines 63-66). It would have been obvious to one 
skilled in the art to combine the teaching of Peck et al. to that of Cline et al. 
because they are analogous in performing scatter plot analysis. One in the art 
would have been motivated to incorporate the teaching of Peck et al. into the 
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system of Cline et al. in order to monitor expression of a large number of 
expressed genes in a simple inexpensive assay (Peck et al.; col. 1 lines 6-8). 

C.) Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cline et al. (U.S. patent 5,458,126), as modified by Gilham, further in view of 
Balaban (U.S. patent 6,308,170 B1), Laine et al. (U.S. patent 6,090,573), and 
Peck (U.S. patent U.S. patent 6,218,1 14 B1 ). 

Regarding claim 6: It is rejected for the same reasons as claim 1 above 
and for the following limitations of: 

a fluorescence reader that generates a pair of test-sample and control- 
sample fluorescence measurements for each of a plurality of genetic samples; 

a processor that receives the pairs of test-sample and control-sample 
fluorescence measurements generated by the fluorescence reader and produces 
a scatter plot graphing each test-sample fluorescence measurement against its 
corresponding control-sample fluorescence measurement. 

Cline et al. discloses to display a scatter plot to determine cardiac 
functionality. Cline does not teach to use fluorescence nor teaches to show the 
test sample vs. a control sample scatter plot. Balaban teaches to plot two 
experiments on an x-y coordinate graph wherein the experiments to be graphed 
are chosen from a myriad of experiments (Balaban et al.; fig. 51, col. 7 lines 15- 
25 and 60-67, and col. 8 lines 1-5). These experiments also include an 
experiment of genes from normal tissue, which is read as control samples, and 
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genes from diseased tissue, read as test samples. It would have been obvious to 
one skilled in the art to combine the teachings of Balaban to that of Cline et al. 
because they are analogous in scatter plotting. One in the art would have been 
motivated to incorporate the teaching of Balaban to that of Cline et al. in order to 
have an efficient and easy to use query system fro a gene expression database 
(Balaban; col. 2 lines 18-20). 

Cline et al., as modified by Gilham and Balaban, gives a system wherein a 
scatter plot of a control sample vs. a test sample is being graphed as a scatter 
plot. Balaban further teaches to color code the points (Balaban; col. 8 lines1-4). 
Cline, Gilham, nor Balaban teach to obtain genetic information using 
fluorescence. Laine et al. teaches to use fluorescence on samples and graph a 
scatter plot of these samples (Laine et al.; fig. 2C and col. 4 lines 61-67). It would 
have been obvious to one skilled in the art to combine the teaching of Laine et al. 
to the system of Cline et al., as modified by Gilham and Balaban, because they 
are analogous in scatter plotting. One skilled in the art would have been 
motivated to combine the teaching of Laine et al. to the system of Cline et al., as 
modified by Gilham and Balaban, because in order to prevent the spread of 
disease, expedite treatment, and reduce costs associated with disease 
management (Laine et al.; col. 1 lines 25-28). 

For the limitation of a genetic sample: see claim 2. 
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D.) Claims 7-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cline et al. (U.S. patent 5,458,126), as modified by Gilham 
(U.S. patent 5,622,178), and further in view of Aghajan (U.S. patent 6,614,924 
B1). 

Regarding claims 7-12: They are rejected for the same reasons as claim 5 
and as for the following limitations of: 

superimposing the first set and second set of one or more boundaries over 
the scatter plot displayed on the display unit. 

Cline et al., as modified by Gilham, discloses to display a scatter plot to 
determine cardiac functionality. Gilham further teaches wherein a user can select 
the data to be displayed as well as changing the display with different intensity of 
color (Gilham; col. 4 lines 1-5, this changing of the display is read as changing 
the visual properties of the graph). Neither Cline nor Gilham teaches to 
superimpose the boundary over the scatter plot. Aghajan teaches to 
superimpose the threshold on the display of the scatter plot (Aghajan; fig. 14 and 
col. 3 lines 1-4, wherein the threshold is read as the boundary). It would have 
been obvious to one skilled in the art to combine the teaching of Aghajan to that 
of Cline et al., as modified by Gilham, because they are analogous in scatter 
plotting. One skilled in the art would have been motivated to combine the 
teaching of Aghajan to that of Cline et al., as modified by Gilham, in order to 
define the threshold which would identify/group a certain amount of points or 
clusters in the scatter plot. 
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Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

Friend et al. (U.S. patent 6,324,479 B1) for using gene expression profiles. 



Contact Information 

5. Any inquiry concerning this communication or earlier communications from 

the examiner should be directed to Anand Bhatnagar whose telephone number is 
(703) 306-5914, whose supervisor is Amelia Au whose number is 703-308-6604, 
group fax is 703-872-9306, and Tech center 2600 customer service office 
number is 703-306-0377. 
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